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changes to rules take effect on
november 1, 2007 and affect any
application that has not had a
first office action before
november 1, 2007

On August 21, 2007, the United States Patent
and Trademark Office (USPTO) published
changes to the USPTO's rules of patent
examination practice.  The new rules affect
the filing of continuation and continuation-
in-part (CIP) applications, requests for
continued examination (RCEs), and the
number of claims that will be examined. 

Since the rules relating to the number of
claims that will be examined apply to any
existing application that has not received a
First Office Action before November 1, 2007,
this update will describe only the new rules
relating to the number of claims that would
be examined. In a subsequent document we
will consider the rules related to
continuation and CIP applications.

Under the new rules, an applicant may
present, without an Examination Support

Document (ESD), up to five independent
claims or 25 total claims in an application.  In
order to file more than five independent
claims or 25 total claims, an ESD must be
filed before the First Office Action. For
applications that are currently pending at the
USPTO and have more than five
independent claims or more than 25 total
claims, there is the option of either filing a
Suggested Restriction Requirement (SRR),
amending the claims to bring them within
the limits or filing an ESD.

For applications that are presently at the
USPTO, have not received a First Office
Action and have more than five independent
claims or 25 total claims, the USPTO may
send a notice requiring an ESD or an
amendment.  After such notice a Suggested
Restriction Requirement cannot be filed.

An ESD must include a preexamination
search statement, a listing of references
considered most closely related to the subject
matter of each claim, identification of the
claim limitations disclosed by each reference,
a detailed explanation of patentability, and a
showing of support for the claim in the

specification.  For a number of reasons, we
suggest avoiding, if possible, the filing of an
ESD.  However, if it is necessary to file an
ESD, we have developed methodologies for
doing so efficiently. 

If you have questions related to an existing
patent application, please contact your
patent attorney at Burns & Levinson LLP.  If
you desire additional information on the
proposed rules or any other related
information, please contact Dr. Orlando
Lopez, Esq. at Burns & Levinson LLP.

This Intellectual Property Update provides general information and does not constitute legal advice.
This may be considered attorney advertising. Prior results do not guarantee a similar outcome.
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