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Planned changes to patent procedures on hold for now
INTEllECTUAL
PROPERTY lAW

By Willam Greener
Special to Ithaca Business Journal

We can al stop screamg now - at
least for the time being. If you've fol-
rowed the past rew Imellecw~
Propert aricles in ths colum you'll

, recal that we advocated screamg
bloody murder over
the new rues that the
United States Patent
& Trademark Office
(PTO) intended to
take effect on Nov. 1
A beautif thig (in
ths author's opinon)
happened, however,
on the eve of that de- GREENER

strctive day. The
Cour of Appe~s for the Feder~
Circuit (CAFC), junor siblig to the

U.S. Supreme Cour, issued a preli-
nar injunction temporarily restrai-
ing the PTO from implementing their
new rues.

GlaxoSmithe (GSK), the second
largest pharmaceutic~ company in the
world, and another par, went before
the CAFC in earest seekig thi re-

sult. GSK argued, in par, tht they

would be irreparably hared if, and as
soon as, the new rues went into effect.
GSK cuently has about 2,000 pend-
ing patent applications and argued that
they would have to begin mag
strategic decisions, which wil perma-
nently affect their rigts under patent
law, whether or not the rues are even-
waly invaldated. In addition, GSK
claied it would suffer from great un-

certaity about how to comply with

the new rues, incur signcant cost in

creating requied support documenta-
tion, and would lose a substanti~
amount of investment capit~ because
it wil be too late to save patent rights
covering medic~ inventions that can-
not proceed to market without strong
protection. As such, potentialy helpfu
drgs wil be lost to both GSK and the

public.
Here is some background.

Remember, the patent system is de-
signed to encourage companes lie
GSK to engage in the research and de-
velopment of new drgs by providig
them with the leg~ protection that en-
ables them to recover the sigrcant

costs that accompany development
and reguatory approv~ of new drgs.

Under the old and new rues, an in-
ventor fùes a patent application with
the PTO. The first (parent) application
contai a specifcation, and one or

more clai that identif the scope of
the leg~ protection for the invention.
Then, a patent examer determies
whether the claied invention meets

the leg~ requiements for getting a
patent. If not, the examer issues an
Office Action that contai the
grounds for rejection. An applicant
may then argue agaist the rejection or
present evidence to show why the in-
vention is patentable. The examer
must respond by either alowig or re-

jecting the clai. Upon receivig a fi-
n~ rejection, an applicant can only: (1)
appe~; (2) fùe a request for continued

examtion (RCE); (3) ,fùe a continua-
, tion application; (4) fùe an after fi~

amendment; or (5) drop it al.
On Jan. 3, 2006, the PTO proposed

changes to its rues that would lit

the number of continuation applica-
tions, RCEs, and clais. The PTO jus-
tifed the chanes on the ground that
the growing workload had crippled the
PTO's abilty to exame new applica-
tions.

Under the old system, an applicant
could fùe an unted number of con-
tinuations and RCEs, and submit an
unted number of clais. Under the
new rues, only two continuations, a
single RCE, and a tot~ of five inde-
pendent clais and 25 tot~ clais in

each application would be alowed
(without undue hoop-jumping).

In addition to sufferig ireparable
har GSK argued that the PTO is only
empowered under the law to make
rues about procedures, not substan-

tive rights; that the new rues wi not
provide a signcant gai in PTO effi-
ciency or backlog reduction; and that
by not preserving the statu quo, the

possibilty of potenti~ imediate
harm to the public exists; i.e., many
companes rely upon the stable, reli-
able protection afforded by the current
patent system in determg whether

~.".'

it is cost effective to abandon their
trade secret protection by pursuig a
patent. Implementation of the new
rues would change thòse companes'
c~culus and imediately decreases

their abilty to pursue costly new ino-
vations.

The Cour determied that alowing
the implementation of rues that, in
due course, mayor may not remai in
effect, is liely to cause much greater
uncertaity and squelchig of inova-
tion than a preliar injunction
(now) givig the Cour time to consid-
er the v~idity of the rues before they
go into effect. Thus the Court decided
that the public interest was most
served by continuig the status quo.

Stay tuned; I'll let you know when
its time to scream ágai.
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